
INTHEHON’BLEHIGHCOURTOFHOMELANDATPANDORA

APPEALFROM ORDERNO.401OF2019

MrNeilJacob …Appellant
(OriginalDefendantNo.3)

Versus

1. WonderHolidaysPvt.Ltd.
(OriginalPlaintiff)

2. MrSV
(OriginalDefendant.No.1)

3. WebDesignerLtd.
(OriginalDefendantNo.2)

4. KenyaToursPvt.Ltd.
(OriginalDefendant.No.4) …Respondents

(Inthisnote,partiesarereferredtoastheyappearedbeforethetrialcourtin
theplaint)

 Theplaintiffclaimstobeatraveloperatormaintainingglobalreservation

system donethroughitsproduct“journey.com”.Accordingtotheplaintiff,

itisengaged in B to B businessmodel,viz.itdealswith onlythe

registeredagentsandnotgeneralpublic.Theplaintiffclaimsthatithas

businessinAsiaPacificRegion.Accordingtotheplaintiff,itisintothe

business since 1999.Ithas developed two trademarks – “Wonder

HolidaysGroup”and“journey.com”,andhasbeenusingthem since2007.

Accordingtotheplaintiff,ithasappliedfortheregistrationofthesaid

TradeMarksunderclass39,9and16in2015-16,andnooppositionsare

receivedandthetrademarksareregistered.Therefore,theplaintiffisthe

registered proprietor of the said trademarks and therefore,since

accordingtotheplaintiff,thedefendants(moreparticularlydefendant



no.3)are using theirwebsites / domain names in the name of

“www.wonderholidays.com.ca” and “www.planjourney.com”, the

defendantsareinfringingitstrademarks.

 Insofarasthedefendantno.1and2areconcerned,defendantno.2isa

companyprovidingweb-hostingservices,softwaresolutionsandprovides

licencing software,whereas defendantno.1 is Managing Directorof

defendantno.2.Itisthecaseofdefendantnos.1and2thatinview of

software agreemententered into between defendantno.2 and one

WonderHolidaysCanada(signedbyMrNeilJacobasitsDirector),the

defendantno.2hascreatedwebpageforWonderHolidaysCanada.Apart

from this,theyhavenoroletoplayintheentiredispute.Therefore,they

havefiledanapplicationfordeletionoftheirnamesasdefendantsinthe

suit.Theyhavealsofiledreplytotheinjunctionapplicationaswellas

writtenstatementtoplaint,moreorlessraisingthesamecontentions,as

raisedintheapplicationfordeletion.

 ThedefendantNo.3 istheDirectorofoneWonderHolidaysCanada

(Canadianentity).Thedefendantno.3isapparentlyjoinedasadefendant

on the basis that the application for website registration for

“wonderholidays.com.ca”and“planjourney.com”wasmadebyhim.The

defendantno.4hasbeenjoinedasdefendantonlyonthebasisthatwhile

applyingforwebsiteregistration,thedefendantno.3–MrNeilJacob–

hadgivenhisemailid(nj@kenyatours.com)asthe“Registrantemailid”,

sincebeforejoiningtheCanadianentity,hewasworkingwithKenya

Tours,andbymistakehementionedhisoldemailidwith“Kenyatours”

suffixwhileapplyingforwebsiteregistrationfortheCanadianentity.

 Intheplaintaswellasinjunctionapplication,plaintiffhasassertedthat

the domain name “planjourney.com”has been registered byWonder



HolidaysCanada.Similarlydomainname“www.wonderholidays.com.ca”

isalsoregisteredbytheCanadianentity.Intheplaint,theplaintiffvery

vaguelyreferstosomeoralagreementbetweenplaintiffanddefendant

no.3,allegedlyexecutedin2012,forrunninganentitycalled“Wonder

HolidaysCA”inCanada.

 Insofarasdocumentsproducedbytheplaintiffalongwiththeplaintare

concerned,plaintiffhasproduced TM-1 Form fortrademark“Wonder

HolidaysGroup”,whichismerelyanapplicationforregistration.Thesaid

trade mark has notyetbeen registered.The second Trade Mark

“journey.com”isadmittedlyregistered.

 With the said back ground,the plaintiffhas prayed forpermanent

injunction againstdefendants from infringing the trademarks ofthe

plaintiffbeing“WonderHolidaysGroup”and“journey.com”byusingthe

saidtrademarkofotherdeceptivelysimilarmarkandincludingbutnot

limitedto“wonderholidays.com.ca”and“planjourney.com”.Ithasalso

soughtpermanentinjunction againstdefendants from infringing the

trademarksoftheplaintiffandfrom passingofftheirservicesasthoseof

theplaintiff’s.PrayerseekingaccountsanddamagestothetuneofRs.50

croresarealsosought.

 In the application orinterim injunction,the plaintiffhas prayed for

temporaryinjunctionagainstdefendantsfrom infringingthetrademarks

oftheplaintiffbeing“WonderHolidaysGroup”and“journey.com”byusing

thesaidtrademarkofotherdeceptivelysimilarmarkandincludingbutnot

limitedto“wonderholidays.com.ca”and“planjourney.com”.Ithasalso

soughttemporary injunction againstdefendants from infringing the

trademarksoftheplaintiffandfrom passingofftheirservicesasthoseof

theplaintiff’s.Prayerfordestructionofallmarketingmaterial,stamps,



stationery,invoices,etc.bearingthetrademarks“wonderholidays.com.ca”

and“planjourney.com”isalsosought.

 Theplaintiffhascontendedthatsinceboththewebsitesindisputeare

accessiblefrom Pandoraandtheplaintiffcompanybeingregisteredin

Pandora,the localcivilcourtofthe cityhas jurisdiction to tryand

entertainthesuit.

 UponbeingservedwiththesummonsoftheCourt,asindicatedabove,

thedefendantnos.1–2havefiledtheirreplyandwrittenstatementto

theinjunctionapplicationandtheplaintrespectively.Theyhavealsofiled

anapplicationfordeletionofthem asdefendantsfrom thesuitonthe

groundthattheyhavenothingtodowiththedisputebetweentheplaintiff

andtherestofthedefendantsortheCanadianentityandthereisno

causeofactionagainstthem astheyarenotusingthedisputedwebsites

/domainnames.Thisapplicationispending.

 Thedefendantno.4hasbeenservedandithasalsofiledanapplication

fordeletionofitsnameasdefendantonthegroundthatdefendantno.4

hasnothingtodowiththedisputeand/orthetrademarksinquestion.It

hasbeenjoinedonlyonthebasisofmistakeofdefendantno.3while

applyingforwebsite/domainnameregistration,whereinhehasgivenhis

oldemailidcontainingnameofdefendantno.4,sincebeforejoiningthe

Canadianentity,defendantno.3wasworkingwithdefendantno.4andhad

anemailidwiththenameofdefendantno.4init.Thisapplicationis

pending.

 Thedefendantno.3hasbeenservedwiththesummonsoftheCourt

throughemailandbyPostatCanada.Hehasfiledhiswrittenstatement



tothePlaintaswellasreplytoinjunctionapplication.Hehasalsofiledan

applicationunderOrderVIIRule11oftheCodeofCivilProcedure,1908

(CPC)forrejectionoftheplaintonvariouslegalgrounds,aswillbe

indictedhereinafter.Hehasmainlycontendedthattheplaintisdevoidof

meritsandsuffersfrom grosssuppression.Theplaintiffhassuppressed

thatoneofitsownDirectorsMrJPisoneofthePartner/Directorofthe

Canadianentity.InfacttheCanadianentitywasincorporatedwithhis

visionofexpandingthebusinessofWonderHolidaysinCanada.MrJP

continuestobe25% stake-holderinCanadianentity.Itisthecaseof

defendantno.3thatthetwowebsites/domainnamesoftheCanadian

entitywereappliedwiththeexpressconsentandknowledgeofMrJP.It

isonlybecauseofsomeinternalfinancerelateddisputethattheplaintiff

throughotherDirectorhasfiledthesuit.

 Itisthecaseofdefendantno.3thatthelogo,stationery,etc.,ofCanadian

entitywerealldesignedbytheteam ofMrJP.Further,theCanadian

entity’sstationeryandwebsitecontainsthenameandwebsiteofWonder

Holidays and similarly,the website and stationery,etc.ofWonder

HolidayscontainthenameofCanadianentityasitsgroupCompany.

 Itisalsocontendedthatoneofthetwotrademarksisunregisteredmark,

and hence,the prayers primarily soughtforinfringementare not

maintainable.Itisfurthercontendedthattheentity,whichisadmittedly

usingthewebsites/domainnames,andwhoisthe“Owner”ofthesame,

isnotjoinedasadefendantinthesuit.Hence,thesuitisalsobadinlaw

inview ofnon-joinderaswellasmis-joinderofnecessaryandproper

party.Primecontentionoflackofjurisdictionofthelocaltrialcourtisalso

raised.Itis contended thatforthe registered trademark,assuming

withoutadmitting,theinfringementiscommittedbyaCanadianentity,

which is notjoined in the suitand the localcourtwould nothave

jurisdiction overthesaid entity.Insofarastheunregistered markis



concerned,thecauseofactionhasnotarisenwithinthelocallimitofthe

trialcourt,andthereforealso,thesuitisnotmaintainable.Itiscontended

thatmereinteractivityofanywebsitewouldnotconferjurisdictiontoa

particularcourt,unlessitisshownthatany“commercialtransaction”

from suchwebsitehasactuallytakenplacewithinthejurisdictionofthat

particularcourt.

 TheHon.TrialCourthasgrantedanexpartestayagainstdefendants

restrainingthem from usingthewebsites/domainnamesinquestion.

Hence,theDefendantNo.3haspreferredAppealagainstOrderbeforethe

HighCourt,whichispending.

Pointstobeconsidered:

1. Cantheplaintifffileacompositesuitfor(i)infringementofits
registeredtrademarkand(ii)passingoffofanunregisteredmark?Can
thisbesaidtobe“barredbylaw”?

2. CantheCourtinPandorahavejurisdictiontotryandentertainasuitfor
passingoffofanunregisteredmark,whichisapparentlydonebyan
entityinCanada?

3. Cantheplaintifffileasuitagainstanentity(orjoinitinpendingsuit)
registeredunderthelawsofCanadaalleginginfringement?

4. CanthePlaintifffileasuitinPandoraonlysinceitisresiding/carrying
outitsbusinessinAhmedabadthoughnocauseofactionhasaccrued
inthere?CanSec.134TradeMarkAct,1999beinvokedwithoutany
causeofaction?



5. CantheCourtinPandorahavejurisdictiontotryandentertainasuitfor
infringementoftrademarkwhereinfringementisallegedonlyonthe
basisofanonlinewebsite(interactivitynotalleged)withouttherebeing
anyinstanceofcommercialtransaction?(referBanyanTreejudgment)

6. Canthedefendanttakedefenceof“deemedlicense”inthegivenfacts
ofcasewhereplaintiffandCanadianentityhasbeenworkinginpastas
groupcompanies?(CommonDirectorandnamesonstationery)

7. CantheCourtinPandorahasitsjurisdictionoverCanadianentityin
caseitisfoundthatitisviolatingtheorderpassedbytheCourt?

8. Isthesuitmaintainablewhentheentityallegedlyinfringingtrademark
(orpassingoff)isnotjoinedasadefendant?

NOTE:LawsofStateofHomelandisPariMateriatoLawsofIndia.

KnowledgePartner:


