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Two Days Workshop

on

“Patent Law Basics: an Engineer’s
Journey to Become an IP Attorney”

on

14-15 AUGUST 2016
at

Dehradun, UK

Overview

-Intellectual Property Basics

- Types of IP

- Walk-through the Parts of a Patent

- Patent Protection

-Primer for How Patents Influence Work Life of
Engineers and Technology Managers

-Being an IP Attorney

- My journey — how did | end up practicing law?
- What does an IP Attorney do?




Eminent Speakers

Dr. Sheetal Vohra
Managing partner and Co-founder
Vohra & Kumar, New Delhi

Ms. Shweta Singh
Founder, Ennoble IP (EIP)
New Delhi

Mr. Akshay Mehta

IP Attorney

Mehta & Mehta Associates
(An IP Law Firm with P4 Services)
Gurgaon




3

"% Prof. Parikshet Sirohi
Faculty of Law
University of Delhi, Delhi

Prof. Titasha Banerjee
r Faculty of Management
i Centre for Studies in

¥ Banking and Finance,
National Law University

Jodhpur

Dr. Loveleen Gaur
Professor of Law
Amity University
Noida

Geopraphl
cal
Irdicatien




Dr. Deepika S. Joshi
Associate Professor
FCBM, AGI
Haldwani, UK

Dr. Rohit Singh Lather
Founder- BigTorque
Associate Professor
The NorthCap University
Gurgaon

Dr. Praveen Kumar
Editor
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Intellectual Property Basics

» There are many forms of intellectual property, each protecting a different type of intangible
property for a specific term and under the grant of a different protection

- Patents (new and nonobvious device/method)

- Trademarks (source identifiers, brands)

- Copyrights (expression of an idea)

- Trade Secrets (technical/business secrets)
« Each country has their own IP laws. IP is only enforceable in the country where it was
obtained

It is all about the claims

 Claims determine the legal rights of a patent owner
 Claim types
- Independent and Dependent claims
- Apparatus, Composition of Matter, Methods, Product by Process
* Claim interpretation
- Plain meaning of the words of the claim
- Meanings as provided by the specification
- Meanings determined by the file history
- Meanings as affected by the prior art

The value of a patent

* Prevent copying by others; lawsuit over claim infringement
» Retention of market share/ blocking of competitors

» Marketing

* Licensing/cross-licensing




« Sign of inventive prowess
* Increase value of company (buyout, investment)

Patent Rights & the Engineer/Technology Manager

* Employment contract
- What rights are you giving to employer?
- What rights is the employer not pursuing?
- For how long do these restrictions survive termination?
* Inventing
- Patent rights are lost upon disclosure of the idea.
- Only inventors can be named on a US patent.
- Currently the US has first-to-invent laws — corroboration of evidence of invention (e.g., dated &
witnessed notebook entries) may be crucial; (The US will move to a first-to-file system on March
16, 2013).
» Patent clearance of your new product/manufacturing method
- Need to know what market you will be offering your product in
- Need to know where you will be manufacturing
- Need to become familiar with basic patent searching
- Need to monitor your competitors to see what they are doing
 Patent Filings and Prosecution
- Work closely with a patent attorney/agent/patent officer in drafting application
- During examination of patent, questions will be asked of you regarding prior art and claim
language coverage of commercial embodiment
- May be called upon for an affidavit for evidence of patentability
 Lawsuits
- Technical advice with respect to claim interpretation
- Technical advice on how alleged “infringing device” does or does not infringe




- Expert Report
- Deposed
* Licensing
- Review definitions and terms within licenses to ensure that they achieve the desired goal.

Hypothetical

 Deb has just joined company XYZ, which manufactures plasma arc torches. She is
excited about this new opportunity to be Director of Research for the Electrode Division.
While she hasn’t worked in the torch industry before, she holds a Ph.D in material science
and has worked in the plasma reactor/semiconductor field for the last 7 years; first as a
design engineer for company ABC and then as a technical lead for producing ABC’s new
plasma chamber.

» During the first month on the job at XYZ, Deb attends a plasma science conference and is
assigned to staff XYZ's company booth at the trade show exhibit. When Deb gets to the
booth she notices that there is a picture of her team’s new electrode, the XL500, on the
display behind her. Deb thinks this is odd, as the product isn’t scheduled to be released for
another three months and she is still reviewing and revising the patent application with the
company attorney. Deb asks the marketing director, Bill, if the display shows the XL500. Bill
exclaims, “Yes, we want to generate some buzz about this awesome new electrode! | tell
interested customers to be on the lookout for this revolutionary new electrode, which they
can learn about next month on our Web site.”

 Looking at the display again, Deb notices that the key feature, a diagonal guide tube that
brings cooling water to a joint, is not visible within the picture on the display. That night Deb
decides to relax and head to the bar to grab a beer. As this is a plasma science




conference, she bumps into Amy, a former colleague from graduate school. As the two
friends catch up, Deb tells Amy that in her spare time she has been working on a new
iPhone App, a game called “Plasma Man.” Amy offers her some suggestions about
features of the game, one of which Deb incorporates into the finished version of “Plasma
Man.” However, to make this particular feature work, Deb invents a new way of interacting
with the screen through video commands. Realizing the potential of the invention, Deb pays
for a patent attorney and files independent of her company, a US patent application listing
her as the sole inventor.

Being an IP Attorney

« Obtaining and Enforcing: Patents, Trademarks, Copyrights, Trade Secrets; Rights of
Publicity; Internet Law: Privacy Domain Names, Terms of Use; Technology Licensing.

« Generally, attorneys choose a couple of areas of focus. For example, | work mostly in
obtaining and enforcing patents and trademarks and licensing those rights. However, |
have drafted terms of use, advised clients on trade secrets, and obtained copyrights for
clients.




Registration

Prospective participants are requested to send request for participation to
impactnewslines@gmail.com

Registration fee : 3000 INR (Accomodation Included)
; 1000 INR (Without Accomodation)

Schedule of the Workshop will be circulated soon. Certificates will be given to the
participants on the concluding day of the Workshop.

For Further Information, please contact

Organizing Secretary
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